
PROPOSED LOCAL RULES OF PRACTICE FOR PATENT CASES
 BEFORE THE UNITED STATES DISTRICT COURT FOR THE

 SOUTHERN DISTRICT OF CALIFORNIA 

1.  SCOPE OF RULES

1.1.  Title.

These are the Local Rules of Practice for Patent Cases before the United States District
Court for the Southern District of California.  They should be cited as “Patent L.R. ___.”

1.2.  Effective Date.

These Patent Local Rules take effect on _________, 2006, and shall apply to any case filed
thereafter.

1.3.  Scope and Construction.

These Patent Local Rules apply to all civil actions filed in or transferred to this court which
allege infringement of a utility patent in a complaint, counterclaim, cross-claim or third party
claim, or which seek a declaratory judgment that a utility patent is not infringed, is invalid
or is unenforceable.  The court may accelerate, extend, eliminate, or modify the obligations
or deadlines set forth in these Patent Local Rules based on the court’s schedule or the
circumstances of any particular case, including, without limitation, the complexity of the
case or the number of patents, claims, products, or parties involved.  If any motion filed prior
to the Claim Construction Hearing provided for in Patent L.R. 4.5 raises claim construction
issues, the court may, for good cause shown, defer the motion until after completion of the
disclosures, filings, or ruling following the Claim Construction Hearing.  The Civil Local
Rules of this court also apply to these actions, except to the extent  they are inconsistent with
these Patent Local Rules.  

1.4.  Application of Rules When No Specified Triggering Event.  

If the filings or actions in a case do not trigger the application of these Patent Local Rules,
as soon as any party ascertains that circumstances exist to make application of these Patent
Local Rules appropriate to the case, that party should notify the assigned magistrate judge
so the matter may be scheduled for a Case Management Conference. 

2.  GENERAL PROVISIONS

2.1.  Governing Procedure.

a. Early Neutral Evaluation (“ENE”) Conference. Within 60 days of a defendant
making its first appearance in the case, counsel and the parties will appear before the
assigned magistrate judge for an ENE conference pursuant to Civ.L.R. 16.1.c.1.  No
later than 21 days before the ENE, the parties will meet and confer pursuant to
Fed.R.Civ.P. 26(f).
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If no settlement is reached at the ENE Conference, the magistrate judge will proceed
with the Initial Case Management Conference.  At the end of the conference, the
magistrate judge shall prepare a case management order which will include:

1.  A discovery schedule; and

2. A date for the Claim Construction Hearing within nine months of the date of
a defendant’s first appearance.

b. Initial Case Management Conference.  When the parties confer with each other
pursuant to Fed.R.Civ.P. 26(f), in addition to the matters covered by Fed. R.Civ.P.
26, the parties must discuss and address in the Case Management Statement filed
pursuant to Fed.R.Civ.P. 26(f), the following topics:

1. Proposed modification of the deadlines provided for in these Patent Local
Rules, and the effect of any such modification on the date and time of the
Claim Construction Hearing, if any;

2. Whether the court will hear live testimony at the Claim Construction
Hearing;

3. The need for and specific limits on discovery relating to claim construction,
including depositions of percipient and expert witnesses; and

4. The order of presentation at the Claim Construction Hearing.

2.2.  Confidentiality.

If any document or information produced under these Patent Local Rules is deemed
confidential by the producing party and if the court has not entered a protective order, until
a protective order is issued by the court, the document will be marked “Confidential” or with
some other confidential designation (such as “Confidential – Outside Attorneys Eyes Only”)
by the disclosing party and disclosure of the confidential document or information will be
limited to each party’s outside attorney(s) of record and the employees of such outside
attorney(s).   An approved form of protective order is attached as Appendix A. 

If a party is not represented by an outside attorney, disclosure of the confidential document
or information will be limited to a designated “in house” attorney, whose identity and job
functions will be disclosed to the producing party five court days prior to any such
disclosure, in order to permit any motion for protective order or other relief regarding such
disclosure.  The person(s) to whom disclosure of a confidential document or information is
made under this Patent Local Rule will keep it confidential and use it only for purposes of
litigating the case.

A document may not be filed under seal unless authorized by an order entered by the judge
before whom the hearing or proceeding related to the proposed sealed document will take
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place.

2.3.  Certification of Initial Disclosures.

All statements, disclosures, or charts filed or served in accordance with these Patent Local
Rules must be dated and signed by counsel of record.  Counsel’s signature will constitute a
certification that to the best of his or her knowledge, information, and belief, formed after
an inquiry that is reasonable under the circumstances, that information contained in the
statement, disclosure, or chart is complete and correct at the time it is made. 

2.4.  Admissibility of Disclosures.

Statements, disclosures, or charts governed by these Patent Local Rules are admissible to the
extent permitted by the Federal Rules of Evidence or Federal Rules of Civil Procedure.
However, the statements or disclosures provided for in Patent Local Rules 4.1 and 4.2 are
not admissible for any purpose other than in connection with motions seeking an extension
or modification of the time periods within which actions contemplated by these Patent Local
Rules must be taken.

2.5.  Relationship to Federal Rules of Civil Procedure.

Except as provided in this paragraph or as otherwise ordered, it will not be a legitimate
ground for objecting to an opposing party’s discovery request (e.g., interrogatory, document
request, request for admission, deposition question), or declining to provide information
otherwise required to be disclosed pursuant to Fed.R.Civ.P. 26(a)(1), that the discovery
request or disclosure requirement is premature in light of, or otherwise conflicts with, these
Patent Local Rules.  A party may object, however, to responding to the following categories
of discovery requests on the ground that they are premature in light of the timetable provided
in the Patent Local Rules:

a.  Requests seeking to elicit a party’s claim construction position;

b. Requests seeking to elicit from the patent claimant a comparison of the asserted
claims and the accused apparatus, product, device, process, method, act, or other
instrumentality;

c. Requests seeking to elicit from an accused infringer a comparison of the asserted
claims and the prior art; and

d. Requests seeking to elicit from an accused infringer the identification of any
opinions of counsel, and related documents, that it intends to rely upon as a defense
to an allegation of willful infringement.

Where a party properly objects to a discovery request as set forth above, that party shall
provide the requested information on the date on which it is required to provide the
requested information to an opposing party under these Patent Local Rules, unless there
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exists another legitimate ground for objection.

3. PATENT DISCLOSURES

3.1.  Disclosure of Asserted Claims and Preliminary Infringement Contentions. 

Not later than 14 days after the Initial Case Management Conference, a party claiming patent
infringement must serve on all parties a “Disclosure of Asserted Claims and Preliminary
Infringement Contentions.”  Separately for each opposing party, the “Disclosure of Asserted
Claims and Preliminary Infringement Contentions” must contain the following information:

a. Each claim of each patent in suit that is allegedly infringed by each opposing party;

b. Separately for each asserted claim, each accused apparatus, product, device, process,
method, act, or other instrumentality (“Accused Instrumentality”) of each opposing
party of which the party is aware.  This identification must be as specific as possible.
Each product, device and apparatus must be identified by name or model number,
if known.  Each method or process must be identified by name, if known, or by any
product, device, or apparatus which, when used, allegedly results in the practice of
the claimed method or process;

c. A chart identifying specifically where each element of each asserted claim is found
within each Accused Instrumentality, including for each element that such party
contends is governed by 35 U.S.C. § 112(6), the identity of the structure(s), act(s),
or material(s) in the Accused Instrumentality that performs the claimed function;

d. Whether each element of each asserted claim is claimed to be literally present or
present under the doctrine of equivalents in the Accused Instrumentality;

e. For any patent that claims priority to an earlier application, the priority date to which
each asserted claim allegedly is entitled; and

f. If a party claiming patent infringement asserts that its own apparatus, product,
device, process, method, act, or other instrumentality practices the claimed invention,
the party must identify, separately for each asserted claim, each such apparatus,
product, device, process, method, act, or other instrumentality that incorporates or
reflects that particular claim.

3.2.  Document Production Accompanying Disclosure.

With the “Disclosure of Asserted Claims and Preliminary Infringement Contentions,” the
party claiming patent infringement must produce to each opposing party or make available
for inspection and copying, the following documents in the possession, custody or control
of that party:
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a. Documents (e.g., contracts, purchase orders, invoices, advertisements, marketing
materials, offer letters, beta site testing agreements, and third party or joint
development agreements) sufficient to evidence each discussion with, disclosure to,
or other manner of providing to a third party, or sale of or offer to sell, the claimed
invention prior to the date of application for the patent in suit.  A party’s production
of a document as required herein does not constitute an admission that such
document evidences or is prior art under 35 U.S.C. § 102;

b. All documents evidencing the conception, reduction to practice, design, and
development of each claimed invention, which were created on or before the date of
application for the patent in suit or the priority date identified pursuant to Patent L.R.
3.1.e, whichever is earlier; and

c. A copy of the file history for each patent in suit.

The producing party must separately identify by production number which documents
correspond to each category.  If the documents identified above are not in the possession,
custody or control of the party charged with production, that party shall use its best efforts
to obtain all responsive documents and make a timely disclosure.

3.3.  Preliminary Invalidity Contentions.

Not later than 60 days after service upon it of the “Disclosure of Asserted Claims and
Preliminary Infringement Contentions,” each party opposing a claim of patent infringement,
must serve on all parties its “Preliminary Invalidity Contentions,” which must contain the
following information:

a. The identity of each item of prior art that allegedly anticipates each asserted claim
or renders it obvious.  Each prior art patent must be identified by its number, country
of origin, and date of issue.  Each prior art publication must be identified by its title,
date of publication, and where feasible, author and publisher.  Prior art under 35
U.S.C. § 102(b) must be identified by specifying the item offered for sale or publicly
used or known, the date the offer or use took place or the information became
known, and the identity of the person or entity that made the use or that made and
received the offer, or the person or entity that made the information known or to
whom it was made known.  Prior art under 35 U.S.C. § 102(f) must be identified by
providing the name of the person(s) from whom and the circumstances under which
the invention or any part of it was derived.  Prior art under 35 U.S.C. § 102(g) must
be identified by providing the identities of the person(s) or entities involved in and
the circumstances surrounding the making of the invention before the patent
applicant(s);

b. Whether each item of prior art anticipates each asserted claim or renders it obvious.
If a combination of items of prior art makes a claim obvious, each such combination
and the motivation to combine such items, must be identified;
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c. A chart identifying where specifically in each alleged item of prior art each element
of each asserted claim is found, including for each element that such party contends
is governed by 35 U.S.C. § 112(6), the identity of the structure(s), act(s), or
material(s) in each item of prior art that performs the claimed function; and

d. Any grounds of invalidity based on indefiniteness under 35 U.S.C. § 112(1) of any
of the asserted claims.

3.4.  Document Production Accompanying Preliminary Invalidity Contentions.

With the “Preliminary Invalidity Contentions,” the party opposing a claim of patent
infringement must produce or make available for inspection and copying:

a. Source code, specifications, schematics, flow charts, artwork, formulas, or other
documentation sufficient to show the operation of any aspects or elements of any
Accused Instrumentality identified by the patent claimant in its Patent L.R. 3.1.c
chart; and

b. A copy of each item of prior art identified pursuant to Patent L.R. 3.3.a which does
not appear in the file history of the patent(s) at issue.  To the extent any such item is
not in English, an English translation of the portion(s) relied upon must be produced.

3.5.  Disclosure Requirements in Patent Cases for Declaratory Relief.

a. Invalidity Contentions if No Claim of Infringement.  In all cases in which a party
files a complaint or other pleading seeking a declaratory judgment that a patent is not
infringed, is invalid, or is unenforceable, Patent Local Rules 3.1 and 3.2 will not
apply unless and until a claim for patent infringement is made by a party.  If the
defendant does not assert a claim for patent infringement in answer to the complaint,
no later than 14 days after the Initial Case Management Conference the party seeking
a declaratory judgment must serve upon each opposing party a Preliminary Invalidity
Contentions that conforms to Patent L.R. 3.3 and produce or make available for
inspection and copying the documents described in Patent L.R. 3.4.

b. Inapplicability of Rule.  This Patent L.R. 3.5 does not apply to cases in which a
request for declaratory judgment that a patent is not infringed, is invalid, or is
unenforceable, is filed in response to a complaint for infringement of the same
patent.

3.6.  Final Contentions.

Each party’s “Preliminary Infringement Contentions” and “Preliminary Invalidity
Contentions” will be deemed to be that party’s final contentions, except as set forth below:

a. If a party claiming patent infringement believes in good faith that (1) the court’s
Claim Construction Ruling so requires, or (2) the documents produced pursuant to
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Patent L.R. 3.4 so require, then not later than 30 days after service by the court of its
Claim Construction Ruling, that party may serve “Final Infringement Contentions”
without leave of court that amend its “Preliminary Infringement Contentions” with
respect to the information required by Patent Local Rules 3.1.c and d.

b. Not later than 50 days after service by the court of its Claim Construction Ruling,
each party opposing a claim of patent infringement may serve “Final Invalidity
Contentions” without leave of court that amend its “Preliminary Invalidity
Contentions” with respect to the information required by Patent L.R. 3.3 if:

1. a party claiming patent infringement has served “Final Infringement
Contentions” pursuant to Patent L.R. 3.6.a, or

2. the party opposing a claim of patent infringement believes in good faith that
the court’s Claim Construction Ruling so requires.

3.7.  Amendment to Contentions.

Amendment or modification of the Preliminary or Final Infringement Contentions or the
Preliminary or Final Invalidity Contentions, other than as expressly permitted in Patent L.R.
3.6, may be made only by order of the court, which will be entered only upon a showing of
good cause.

3.8.  Willfulness.

Not later than 30 days after filing of the Claim Construction Order, each party opposing a
claim of patent infringement that will rely on an opinion must:

a. Produce or make available for inspection and copying the opinion(s) and any other
documentation relating to the opinion(s) as to which that party agrees the attorney-
client or work product protection has been waived; and

b. Serve a privilege log identifying any other documents, except those authored by
counsel acting solely as trial counsel, relating to the subject matter of the opinion(s)
which the party is withholding on the grounds of attorney-client privilege or work
product protection.

A party opposing a claim of patent infringement who does not comply with the requirements
of Patent L.R. 3.8 will not be permitted to rely on an opinion of counsel as part of a defense
to willful infringement, absent a stipulation of all parties or by order of the court, which will
be entered only upon showing of good cause.
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4.  CLAIM CONSTRUCTION PROCEEDINGS

4.1.  Exchange of Preliminary Claim Construction and Extrinsic Evidence. 

a. Not later than 14 days after the service of the “Preliminary Invalidity Contentions”
pursuant to Patent L.R. 3.3, the parties will simultaneously exchange a preliminary
proposed construction of each claim term, phrase, or clause which the parties have
identified for claim construction purposes. Each such “Preliminary Claim
Construction” will also, for each element which any party contends is governed by
35 U.S.C. § 112(6), identify the structure(s), act(s), or material(s) corresponding to
that element.

b. Simultaneously with exchange of the “Preliminary Claim Constructions,” the parties
must also provide a preliminary identification of extrinsic evidence, including
without limitation, dictionary definitions, citations to learned treatises and prior art,
and testimony of percipient and expert witnesses they contend support their
respective claim constructions.  The parties must identify each such item of extrinsic
evidence by production number or produce a copy of any such item not previously
produced. With respect to any such witness, percipient or expert, the parties must
also provide a brief description of the substance of that witness’s proposed
testimony.

c. Not later than 14 days after the service of the “Preliminary Claim Construction”
pursuant to Patent L.R. 4.1.a, the parties will simultaneously exchange “Responsive
Claim Constructions” identifying whether the responding party agrees with the other
party’s proposed construction, or identifying an alternate construction in the
responding party’s preliminary construction, or setting forth the responding party’s
alternate construction. 

d. Simultaneous with exchange of the “Responsive Claim Constructions” pursuant to
Patent L.R. 4.1.c, the parties must also provide a preliminary identification of
extrinsic evidence, including without limitation, dictionary definitions, citations to
learned treatises and prior art, and testimony of percipient and expert witnesses they
contend support any responsive claim constructions. The parties must identify each
such item of extrinsic evidence by production number or produce a copy of any such
item not previously produced.  With respect to any such witness, percipient or expert,
the parties must also provide a brief description of the substance of that witness’s
proposed testimony.

e. The parties must thereafter meet and confer for the purposes of narrowing the issues
and finalizing preparation of a Joint Claim Construction Chart, Worksheet and
Hearing Statement. 

4.2.  Joint Claim Construction Chart, Worksheet and Hearing Statement.

Not later than 14 days after service of the “Responsive Claim Construction” pursuant to
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Patent L.R. 4.1.c, the parties must complete and file a Joint Claim Construction Chart, Joint
Claim Construction Worksheet and Joint Hearing Statement.

a. The Joint Claim Construction Chart must have a column listing complete language
of disputed claims with the disputed terms in bold type and separate columns for
each party’s proposed construction of each disputed term.  Each party’s proposed
construction of each disputed claim term, phrase, or clause, must identify all
references from the specification or prosecution history that support that
construction, and identify any extrinsic evidence known to the party on which it
intends to rely either to support its proposed construction of the claim or to oppose
any party’s proposed construction of the claim, including, but not limited to, as
permitted by law, dictionary definitions, citations to learned treatises and prior art,
and testimony of percipient and expert witnesses.

b. The parties’ Joint Claim Construction Worksheet must be in the format set forth in
Appendix B and include any proposed constructions to which the parties agree, as
well as those in dispute.  The parties must jointly submit the Joint Claim
Construction Worksheet on computer disk in both Word and WordPerfect format or
in such other format as the court may direct.

c. The Joint Hearing Statement must include:

1. The anticipated length of time necessary for the Claim Construction Hearing;
and

2. Whether any party proposes to call one or more witnesses, including experts,
at the Claim Construction Hearing, the identity of each such witness, and for
each expert, a summary of each opinion to be offered in sufficient detail to
permit a meaningful deposition of that expert. 

d. At the court’s discretion, within five calendar days of the submission of the Joint
Claim Construction Chart, Joint Claim Construction Worksheet and Joint Hearing
Statement, the court will hold a status conference with the parties, in person or by
telephone, to discuss scheduling, witnesses and any other matters regarding the
Claim Construction Hearing.

4.3.  Completion of Claim Construction Discovery.

Not later than 28 days after service and filing of the Joint Claim Construction Chart, Joint
Claim Construction Worksheet and Joint Hearing Statement, the parties must complete all
discovery, including depositions of any percipient or expert witnesses, that they intend to use
in the Claim Construction Hearing.  Fed.R.Civ.P. 30 applies to depositions taken pursuant
to Patent L.R. 4.3, except as to experts.  An expert witness identified in a party’s Joint
Hearing Statement pursuant to Patent L.R. 4.2.c, may be deposed on claim construction
issues. The identification of an expert witness in the Joint Hearing Statement may be deemed
good cause for a further deposition on all substantive issues.
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4.4.  Claim Construction Briefs.

a. Not later than 14 days after close of claim construction discovery, the parties will
simultaneously file and serve opening briefs and any evidence supporting their claim
construction.

b. Not later than 14 days after service of the opening briefs, the parties will
simultaneously file and serve briefs  responsive to the opposing party’s opening brief
and any evidence directly rebutting the supporting evidence contained in the
opposing party’s opening brief. 

4.5.  Claim Construction Hearing.

Not later than 28 days after service of responsive briefs and subject to the convenience of
the court’s calendar, the court will conduct a Claim Construction Hearing, if the court
believes a hearing is necessary for construction of the claims at issue.  The court may also
order in its discretion a tutorial hearing, to occur before, or on the date of, the Claim
Construction Hearing.

Attached as Appendix C is a time line illustrating the exchange and filing deadlines set forth
in these Patent Local Rules. 



APPENDIX  A
APPROVED FORM OF PROTECTIVE ORDER
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UNITED STATES DISTRICT COURT

SOUTHERN DISTRICT OF CALIFORNIA

Plaintiff,

Plaintiff,

CASE NO. 00cv0000

PROTECTIVE ORDER

vs.
Defendant,

Defendant.

The Court recognizes that at least some of the documents and information ("materials") being

sought through discovery in the above-captioned action are, for competitive reasons, normally kept

confidential by the parties. The parties have agreed to be bound by the terms of this Protective Order

(“Order”) in this action. 

The materials to be exchanged throughout the course of the litigation between the parties may

contain trade secret or other confidential research, technical, cost, price, marketing or other

commercial information, as is contemplated by Federal Rule of Civil Procedure 26(c)(7).  The purpose

of this Order is to protect the confidentiality of such materials as much as practical during the

litigation. THEREFORE:
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DEFINITIONS

1. The term "Confidential Information" shall mean and  include information contained or

disclosed in any materials, including documents, portions of documents, answers to interrogatories,

responses to requests for admissions, trial testimony, deposition testimony, and transcripts of trial

testimony and depositions, including data, summaries, and compilations derived therefrom that is

deemed to be Confidential Information by any party to which it belongs. 

2. The term "materials" shall include, but shall not be limited to: documents;

correspondence; memoranda; bulletins; blueprints; specifications; customer lists or other material that

identify customers or potential customers; price lists or schedules or other matter identifying pricing;

minutes; telegrams; letters; statements; cancelled checks; contracts; invoices; drafts; books of account;

worksheets; notes of conversations; desk diaries; appointment books; expense accounts; recordings;

photographs; motion pictures; compilations from which information can be obtained and translated into

reasonably usable form through detection devices; sketches; drawings; notes (including laboratory

notebooks and records); reports; instructions; disclosures; other writings; models and prototypes and

other physical objects. 

3. The term "counsel" shall mean outside counsel of record, and other attorneys, paralegals,

secretaries, and other support staff employed in the law firms identified below:

_________________________________________________________________________________

___________________________________________________________________________

[“Counsel” shall also include________________________, in-house attorneys for [Plaintiff] and

__________________________, in-house attorneys for [Defendant].]

GENERAL RULES 

4. Each party to this litigation that produces or discloses any materials, answers to

interrogatories, responses to requests for admission, trial testimony, deposition testimony, and

transcripts of trial testimony and depositions, or information that the producing party believes should

be subject to this Protective Order may designate the same as "CONFIDENTIAL" or "CONFIDENTIAL

- FOR COUNSEL ONLY." 
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a. Designation as "CONFIDENTIAL": Any party may designate information as

"CONFIDENTIAL" only if, in the good faith belief of such party and its counsel, the unrestricted

disclosure of such information could be potentially prejudicial to the business or operations of such

party. 

b. Designation as "CONFIDENTIAL - FOR COUNSEL ONLY": Any party may designate

information as "CONFIDENTIAL - FOR COUNSEL ONLY" only if, in the good faith belief of such

party and its counsel, the information is among that considered to be most sensitive by the party,

including but not limited to trade secret or other confidential research, development, financial or other

commercial information. 

5. In the event the producing party elects to produce materials for inspection, no marking

need be made by the producing party in advance of the initial inspection. For purposes of the initial

inspection, all materials produced shall be considered as "CONFIDENTIAL - FOR COUNSEL ONLY,"

and shall be treated as such pursuant to the terms of this Order.  Thereafter, upon selection of specified

materials for copying by the inspecting party, the producing party shall, within a reasonable time prior

to producing those materials to the inspecting party, mark the copies of those materials that contain

Confidential Information with the appropriate confidentiality marking.

6. Whenever a deposition taken on behalf of any party involves a disclosure of Confidential

Information of any party: 

a. said deposition or portions thereof shall be designated as containing Confidential

Information subject to the provisions of this Order; such designation shall be

made on the record whenever possible, but a party may designate portions of

depositions as containing Confidential Information after transcription of the

proceedings; a party shall have until fifteen (15) days after receipt of the

deposition transcript to inform the other party or parties to the action of the

portions of the transcript designated "CONFIDENTIAL" or "CONFIDENTIAL -

FOR COUNSEL ONLY;” 

b. the disclosing party shall have the right to exclude from attendance at said

deposition, during such time as the Confidential Information is to be disclosed,
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any person other than the deponent, counsel (including their staff and associates),

the court reporter, and the person(s) agreed upon pursuant to paragraph 8 below;

and 

c. the originals of said deposition transcripts and all copies thereof shall bear the

legend "CONFIDENTIAL" or "CONFIDENTIAL - FOR COUNSEL ONLY,"

as appropriate, and the original or any copy ultimately presented to a court for

filing shall not be filed unless it can be accomplished under seal, identified as

being subject to this Order, and protected from being opened except by order of

this Court. 

7. All Confidential Information designated as "CONFIDENTIAL" or "CONFIDENTIAL -

FOR COUNSEL ONLY" shall not be disclosed by the receiving party to anyone other than those

persons designated herein and shall be handled in the manner set forth below and, in any event, shall

not be used for any purpose other than in connection with this litigation, unless and until such

designation is removed either by agreement of the parties, or by order of the Court. 

8. Information designated "CONFIDENTIAL - FOR COUNSEL ONLY" shall be viewed

only by counsel (as defined in paragraph 3) of the receiving party, and by independent experts under the

conditions set forth in this Paragraph. The right of any independent expert to receive any Confidential

Information shall be subject to the advance approval of such expert by the producing party or by

permission of the Court. The party seeking approval of an independent expert shall provide the

producing party with the name and curriculum vitae of the proposed independent expert, and  an

executed copy of the form attached hereto as Exhibit A, in advance of providing any Confidential

Information of the producing party to the expert. Any objection by the producing party to an

independent expert receiving Confidential Information must be made in writing within fourteen (14)

days following receipt of the identification of the proposed expert.   Confidential Information may be

disclosed to an independent expert if the fourteen (14) day period has passed and no objection has been

made. The approval of independent experts shall not be unreasonably withheld. 

9. Information designated "CONFIDENTIAL" shall be viewed only by counsel (as defined

in paragraph 3) of the receiving party, by independent experts (pursuant to the terms of paragraph 8),
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and by the additional individuals listed below, provided each such individual has read this Order in

advance of disclosure and has agreed in writing to be bound by its terms: 

(a) Executives who are required to participate in policy decisions with reference to

this action; 

(b) Technical personnel of the parties with whom Counsel for the parties find it

necessary to consult, in the discretion of such counsel, in preparation for trial of

this action; and 

(c) Stenographic and clerical employees associated with the individuals identified

above. 

10. With respect to material designated "CONFIDENTIAL" or "CONFIDENTIAL - FOR

COUNSEL ONLY," any person indicated on the face of the document to be its originator, author or a

recipient of a copy thereof, may be shown the same. 

11. All information which has been designated as "CONFIDENTIAL" or "CONFIDENTIAL

-FOR COUNSEL ONLY" by the producing or disclosing party, and any and all reproductions thereof,

shall be retained in the custody of the counsel for the receiving party identified in paragraph 3, except

that independent experts authorized to view such information under the terms of this Order may retain

custody of copies such as are necessary for their participation in this litigation. 

12. Before any materials produced in discovery, answers to interrogatories, responses to

requests for admissions, deposition transcripts, or other documents which are designated as Confidential

Information are filed with the Court for any purpose, the party seeking to file such material shall seek

permission of the Court to file said material under seal.  The parties will follow and abide by applicable

law, including Civ. L.R. 7.3, with respect to filing documents under seal in this Court. 

13. At any stage of these proceedings, any party may object to a designation of the materials

as Confidential Information.  The party objecting to confidentiality shall notify, in writing, counsel for

the designating party of the objected-to materials and the grounds for the objection.  If the dispute is not

resolved consensually between the parties within seven (7) business days of receipt of such a notice of

objections, the objecting party may move the Court for a ruling on the objection.  The materials at issue
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shall be treated as Confidential Information, as designated by the designating party, until the Court has

ruled on the objection or the matter has been otherwise resolved.

14. All Confidential Information shall be held in confidence by those inspecting or receiving

it, and shall be used only for purposes of this action.  Counsel for each party, and each person receiving

Confidential Information shall take reasonable precautions to prevent the unauthorized or inadvertent

disclosure of such information.  If Confidential Information is disclosed to any person other than a

person authorized by this Order, the party responsible for the unauthorized disclosure must immediately

bring all pertinent facts relating to the unauthorized disclosure to the attention of the other parties and,

without prejudice to any rights and remedies of the other parties, make every effort to prevent further

disclosure by the party and by the person(s) receiving the unauthorized disclosure.

15. No party shall be responsible to another party for disclosure of Confidential Information

under this Order if the information in question is not labeled or otherwise identified as such in

accordance with this Order. 

16. If a party, through inadvertence, produces any Confidential Information without labeling

or marking or otherwise designating it as such in accordance with this Order, the designating party may

give written notice to the receiving party that the document or thing produced is deemed Confidential

Information, and that the document or thing produced should be treated as such in accordance with that

designation under this Order.  The receiving party must treat the materials as confidential, once the

designating party so notifies the receiving party.  If the receiving party has disclosed the materials before

receiving the designation, the receiving party must notify the designating party in writing of each such

disclosure.  Counsel for the parties shall agree on a mutually acceptable manner of labeling or marking

the inadvertently produced materials as "CONFIDENTIAL" or "CONFIDENTIAL - FOR COUNSEL

ONLY" - SUBJECT TO PROTECTIVE ORDER. 

17. Nothing herein shall prejudice the right of any party to object to the production of any

discovery material on the grounds that the material is protected as privileged or as attorney work

product.
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18. Nothing in this Order shall bar counsel from rendering advice to their clients with respect

to this litigation and, in the course thereof, relying upon any information designated as Confidential

Information, provided that the contents of the information shall not be disclosed. 

19. This Order shall be without prejudice to the right of any party to oppose production of

any information for lack of relevance or any other ground other than the mere presence of Confidential

Information. The existence of this Order shall not be used by either party as a basis for discovery that

is otherwise not proper under the Federal Rules of Civil Procedure. 

20. Nothing herein shall be construed to prevent disclosure of Confidential Information if

such disclosure is required by law or by order of the Court. 

21. Upon final termination of this action, including any and all appeals, counsel for each

party shall, upon request of the producing party, return all Confidential Information to the party that

produced the information, including any copies, excerpts, and summaries thereof, or shall destroy same

at the option of the receiving party, and shall purge all such information from all machine-readable

media on which it resides.  Notwithstanding the foregoing, counsel for each party may retain all

pleadings, briefs, memoranda, motions, and other documents filed with the Court that refer to or

incorporate Confidential Information, and will continue to be bound by this Order with respect to all

such retained information.  Further, attorney work product materials that contain Confidential

Information need not be destroyed, but, if they are not destroyed, the person in possession of the

attorney work product will continue to be bound by this Order with respect to all such retained

information.

22. The restrictions and obligations set forth herein shall not apply to any information that:

(a) the parties agree should not be designated Confidential Information; (b) the parties agree, or the

Court rules, is already public knowledge; (c) the parties agree, or the Court rules, has become public

knowledge other than as a result of disclosure by the receiving party, its employees, or its agents in

violation of this Order; or (d) has come or shall come into the receiving party's legitimate knowledge

independently of the production by the designating party.  Prior knowledge must be established by pre-

production documentation. 
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23. The restrictions and obligations herein shall not be deemed to prohibit discussions of any

Confidential Information with anyone if that person already has or obtains legitimate possession thereof.

24. Transmission by facsimile is acceptable for all notification purposes herein. 

25. This Order may be modified by agreement of the parties, subject to approval by the

Court. 

26. The Court may modify the terms and conditions of this Order for good cause, or in the

interest of justice, or on its own order at any time in these proceedings. The parties prefer that the Court

provide them with notice of the Court's intent to modify the Order and the content of those

modifications, prior to entry of such an order. 

IT IS SO ORDERED this _______ day of __________, _____ 

                                              _______________________________________________
    Judge,  United States District Court 
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EXHIBIT A

UNITED STATES DISTRICT COURT

SOUTHERN DISTRICT OF CALIFORNIA

+ )
)

Plaintiffs, )  AGREEMENT TO BE BOUND
v. )  BY PROTECTIVE ORDER

)
)
)

Defendant. )
______________________________)

I, __________________________________ , declare and say that: 

1. I am employed as ______________________________________________ 

  by ______________________________________________________________________.

 2. I have read the Protective Order entered in _____________v. ______________, Case

No. ______________, and have received a copy of the Protective Order. 

3. I promise that I will use any and all “Confidential” or “Confidential - For Counsel 

Only” information, as defined in the Protective Order, given to me only in a manner authorized by

the Protective Order, and only to assist counsel in the litigation of this matter. 

4. I promise that I will not disclose or discuss such “Confidential” or “Confidential - For

Counsel  Only” information with anyone other than the persons described in paragraph 3 of the

Protective Order. 
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5. I acknowledge that, by signing this agreement, I am subjecting myself to the

jurisdiction of the United States District Court for the Southern District of California with respect to

enforcement of the Protective Order.

6. I understand that any disclosure or use of “Confidential” or “Confidential - For

Counsel  Only” information in any manner contrary to the provisions of the Protective Order may

subject me to sanctions for contempt of court.

I declare under penalty of perjury that the foregoing is true and correct. 

Date:_______________________________

________________________________________



APPENDIX B

APPROVED FORM OF

JOINT CLAIM CONSTRUCTION WORKSHEET



JOINT CLAIM CONSTRUCTION WORKSHEET

PATENT CLAIM AGREED PROPOSED
CONSTRUCTION

PLAINTIFF’S
PROPOSED
CONSTRUCTION

DEFENDANT’S
PROPOSED
CONSTRUCTION

COURT’S
CONSTRUCTION

1. Claim language as it
appears in the patent
with terms and
phrases to be
construed in bold.

Proposed construction
if the parties agree.

Plaintiff’s proposed
construction if parties
disagree.

Defendant’s proposed
construction if parties
disagree.

Blank column for
Court to enter its
construction.

2. Claim language as it
appears in the patent
with terms and
phrases to be
construed in bold.

Proposed construction
if the parties agree.

Plaintiff’s proposed
construction if parties
disagree.

Defendant’s proposed
construction if parties
disagree.

Blank column for
Court to enter its
construction.

3. Claim language as it
appears in the patent
with terms and
phrases to be
construed in bold.

Proposed construction
in the parties agree.

Plaintiff’s proposed
construction if parties
disagree.

Defendant’s proposed
construction if parties
disagree.

Blank column for
Court to enter its
construction



APPENDIX C

TIME LINE OF EXCHANGE AND FILING DATES



Time Line for Patent Cases in the United States District Court for the Southern District of California

60 days 60 days

All days are calendar days

14 days28 days14 days14 days

Preliminary
Claim
Construction

Meet and
confer on joint
filings

14 days 14 days

39 days

28 days or
per Court’s
calendar

14 days

Approximately 9 months from Defendant’s First
Appearance to Claim Construction Hearing 

Complaint
 Filed

Complete
Claim
Construction 
Discovery

File Joint Claim
Construction
Chart,
Worksheet and
Hearing
Statement 

File Opening
Briefs

File
Responsive
Briefs

Claim
Construction
Hearing

Responsive
Claim
Construction

Preliminary
Invalidity
Contentions

Preliminary
Infringement
Contentions 

ENE/Initial
CMC

Rule 26
Meet and
Confer

Defendant’s
first
appearance




